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DETAILED ACTION 

Claim Analysis 

The Court of Appeals for the Federal Circuit, in its en banc decision In re 
Donaldson Co., 16 F.3d 1189, 29 USPQ2d 1845 (Fed. Cir. 1994), decided that a 
"means-or- step-plus-function" limitation should be interpreted in a manner different than 
patent examining practice had previously dictated. The Donaldson decision affects only 
the manner in which the scope of a "means or step plus function" limitation in 
accordance with 35 U.S.C. 112, sixth paragraph, is interpreted during examination. 
Donaldson does not directly affect the manner in which any other section of the patent 
statutes is interpreted or applied. 

A claim limitation will be presumed to invoke 35 U.S.C. 112, sixth paragraph, if it 
meets the following 3-prong analysis: 

(A) the claim limitations must use the phrase "means for" or "step for;" 

(B) the "means for" or "step for" must be modified by functional language; 

(C) the phrase "means for" or "step for" must not be modified by sufficient 
structure, material, or acts for achieving the specified function. 

As to claim 8, the phrase "means for" is modified by sufficient structure, material 
or acts for achieving the specified function, the USPTO will not apply 35 U.S.C. 112 
sixth paragraph, until such modifying language is deleted from the claim limitation. 
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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claim 8-13 are rejected under 35 U.S.C. 102(b) as being anticipated by Adjari et 
al. (US 5,593,565). 

As to claim 8, Adjari discloses a microfluidic device comprising at least one 
microchannel (Corridor C), said microchannel being bounded by a bottom wall, side 
walls and a top wall, while the said microfluidic device comprising at least one electrode 
(3) arranged on at least one part of a first wall of the microchannel, over the entire 
length thereof, and at least one counter-electrode (4) arranged over the entire length of 
the microchannel, on at least one part of a second wall arranged facing the electrode 
(Figure 5; Column 7, lines 48-50; Column 8, lines 12-15). 

As to claim 9, Adjari discloses the microfluidic device above, wherein the 
counter-electrode is arranged on the whole of the second wall (Figure 5; Column 7, 
lines 48-50; Column 8, lines 12-15). 

As to claim 10, Adjari discloses the microfluidic device above, wherein the 
electrode and counter-electrode are respectively arranged on the bottom and top wall 
(Figure 5; Column 7, lines 48-50; Column 9, lines 18-28). 
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As to claim 11, Adjari discloses the microfluidic device above, wherein the 
electrode and counter-electrode may be respectively arranged on the side walls (Figure 
5; Column 8, lines 4-16). 

As to claim 12, Adjari discloses that the microfluidic device above comprises 
insulating means (9) (Figure 5; Column 5, lines 56-58) arranged between the electrode 
or counter-electrode and said fluid or said liquid. The material worked upon (liquid, fluid) 
does not limit the scope of an apparatus claim (MPEP2114[R-1]). 

As to claim 13, the material worked upon (liquid, fluid) does not limit the scope of 
an apparatus claim (MPEP2114[R-1]). However, Adjari discloses the microfluidic device 
above, wherein the fluid flows in microchannel in an opposite direction that of the 
particles that are being separated. Adjari further discloses that the separation of 
particles occurs due to the difference in electric fields created by the electrode and 
counter-electrode (Column 5, lines 15-22). Similarly, the applicant discloses that 
separation of fluid or liquid occurs based on the potential difference applied between the 
electrode and the counter-electrode when the electrode and counter-electrode are 
arranged on the whole first and second walls, respectively (Specification Page 1 1 , Lines 
10-15). Therefore, the device of Adjari would have been capable of having fluid and 
liquid flow in opposite directions. 



Application/Control Number: 10/534,456 
Art Unit: 4132 



Page 5 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claim 8-14 are rejected under 35 U.S.C. 103(a) as being obvious over Ticknor et 
al. (US 7,01 6,560 B2) in view of Adjari et al. 

As to claim 8, Ticknor discloses a microfluidic device comprising at least one 
microchannel (900) (designed to contain at least one liquid (901) and at least one fluid 
non-miscible (902) with the liquid), said microchannel being bounded by a bottom wall, 
side walls and a top wall (Column 7, lines 1-5); said microfluidic device comprising at 
least one electrode (904) arranged on at least one part of a first wall of the 
microchannel and at least one counter-electrode (903) on at least one part of a second 
wall arranged facing the electrode (Figure 9; Column 24, lines 59-67). 

Ticknor further discloses that a continuous channel may be configured by 
applying multiple sets of electrodes spaced around the entire microchannel (Column 36, 
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lines 9-17). However, the reference does not disclose one electrode over the entire 
length of the first wall and one counter-electrode over the entire length of the second 
wall. 

Adjari discloses a microfluidic device comprising at least one microchannel 
(Corridor C), said microchannel being bounded by a bottom wall, side walls and a top 
wall, with the said microfluidic device comprising at least one electrode (3) arranged on 
at least one part of a first wall of the microchannel, over the entire length thereof, and at 
least one counter-electrode (4) arranged over the entire length of the microchannel, on 
at least one part of a second wall arranged facing the electrode (Figure 5; Column 7, 
lines 48-50; Column 8, lines 12-16). Adjari further discloses that it is not necessary to 
break down each electrode into a plurality of adjacent and independent electrodes 
supplied independent of each other which simplifies the microfluidic device and makes 
it easier to control (Column 10, lines 25-28; Column 1, lines 51-59). 

It would have been obvious to one with ordinary skill in the art at the time of the 
invention to have the microfluidic device of Ticknor comprised of an electrode arranged 
on at least one part of a first wall of the microchannel, over the entire length thereof, and 
at least one counter-electrode arranged over the entire length of the microchannel, on at 
least one part of a second wall arranged facing the electrode, as taught by Adjari, for 
the benefit of simplifying the microfluidic device and making it easier to control (Adjari at 
Column 1, lines 51-59). 



Application/Control Number: 10/534,456 Page 7 

Art Unit: 4132 

As to claim 9, Ticknor discloses, as modified in view of Adjari, the microfluidic 
device above, wherein the counter-electrode is arranged on the whole of the second 
wall (Adjari at Column 8, lines 12-16). 

As to claim 10, Ticknor discloses, as modified in view of Adjari, the microfluidic 
device above, wherein the electrode and counter-electrode are respectively arranged on 
the bottom and top wall (Ticknor at Column 7, lines 1-8). 

As to claim 11, Ticknor discloses, as modified in view of Adjari, the microfluidic 
device above, wherein the electrode and counter-electrode may be respectively 
arranged on the side walls (Ticknor at Column 7, lines 1-5). 

As to claim 12, Ticknor discloses, as modified in view of Adjari, the microfluidic 
device above, comprising insulating means (Ticknor at Column 20, lines 5-9) arranged 
between the electrode or counter-electrode and said fluid or said liquid. The material 
worked upon (liquid, fluid) does not limit the scope of an apparatus claim 
(MPEP2114[R-1]); however Ticknor discloses the fluid or liquid being electrically 
conducting (Column 10; lines 59-63). 

As to claim 13, the material worked upon (liquid, fluid) and the manner by which 
the microfluidic device cooperates with the material worked upon does not limit the 
scope of an apparatus claim (MPEP 2114[R-1]); however, the microfluidic device of 
Ticknor, as modified in view of Adjari, is capable of having the fluid flow in the 
microchannel in an opposite direction to that of the liquid. 

As to claim 14, Ticknor discloses, as modified in view of Adjari, the microfluidic 
device above, wherein the microchannel comprises, at least one end, two end 
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microchannels (ports) designed for the fluid and the liquid to respectively flow 
therethrough (Column 51, Line 17-20). 

6. Claim 10 is rejected under 35 U.S.C. 103(a) as being obvious over Adjari et al. 
as applied to claim 8 above and further in view of Ticknor et al. 

As to claim 10, the examiner took the position that the electrode (3) and counter- 
electrode (4) of Adjari are respectively arranged on the bottom and top wall. However, if 
it is not taken that the electrode and counter-electrode are not respectively arranged as 
on the bottom and top wall; the following rejection is set forth to expedite prosecution. 

Adjari discloses the electrode and counter-electrode are respectively arranged 
horizontally with the electrode (3) positioned on the lower surface of the microchannel 
and counter-electrode (4) positioned on the upper surface of the microchannel (Column 
9; Lines 20-28). 

Ticknor discloses that the microfluidic device above, wherein the electrode and 
counter-electrode are respectively arranged on the bottom and top wall (Ticknor at 
Column 7, lines 1-8). 

It would have been obvious one with ordinary skill in the art at the time of the 
invention to have the electrode and counter-electrode of Adjari be respectively arranged 
on the bottom and top wall, as taught by Ticknor, in order to provide the designated 
effect throughout the entire device (Ticknor at Column 7, lines 1-7). 
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Contact/Correspondence Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HOSEIN KAFIMOSAVI whose telephone number is 
(571 )270-5271 . The examiner can normally be reached on Mon - Fri, 7:30 AM - 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ward Jessica can be reached on (571) 272-1223. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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